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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

TRACE MINERALS RESEARCH, L.C.,

Opposer, Opposition No. 91176619
Vvs.
Mark: CONCENSEA
MINERAL RESOURCES Application Serial No. 78/917034
INTERNATIONAL, INC., Published: February 13, 2007

Applicant.

Commissioner for Trademarks
P. O. Box 1451
Alexandria, Virginia 22313-1451
MOTION TO SUSPEND PENDING INTER PARTES PROCEEDING

Opposer Trace Minerals Research, L.C. (“Opposer”) moves to suspend the above-
captioned proceeding pending disposition of Civil Action 1:06-CV-00068, filed by Opposer
against Applicant Mineral Resources International, Inc. (“Applicant”) in the U.S. District Court
for the District of Utah.

Applicant has applied for federal registration of its trademark CONCENSEA
(Application Serial No. 78/917034). Opposer has filed a Notice of Opposition to Application
Serial No. 78/917034, claiming the mark is confusingly similar to Opposer’s mark,
ConcenTrace®.

Opposer filed a civil action on June 15, 2006, charging Applicant with infringement of its

trademark rights. The pleadings in the civil action are attached hereto as Exhibit “A”. In
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paragraph 72 of the Third Amended Complaint filed in that action, Opposer alleges that "MRI is
using in commerce the trademarks CONCENSEA™ . . | which [is] confusingly similar to TMR’s
ConcenTrace® . . . ".

In granting the Opposer's Motion for Partial Summary Judgment in the civil action, the
District Court stated that "MRI admitted that TMR owns the federally registered trademark
ConcenTrace". See Order and Memorandum Decision at pg. 4. That judicial finding directly
contradicts the position asserted by Applicant in its Answer to Notice of Opposition which states
that "Opposer does not own the CONCENTRACE mark, and/or Applicant's rights in the mark
are senior to those of Opposer, in whole or in part." See Answer to Notice of Opposition at q 5.

Disposition of the civil action will determine who has superior rights to the mark
ConcenTrace® and whether Applicant is entitled to register the confusingly similar mark
ConcenSea. Accordingly, it is respectfully sﬁbmitted that all further proceedings in Opposition
No. 91176619 be suspended pending disposition of Civil Action No. 1:06-CV-00068.

DATED this _13™ day of June, 2007.

CALLISTER NEBEKER & McCULLOUGH

/s/ John H. Rees

John H. Rees -

Zions Bank Building, Suite 900

10 East South Temple

Salt Lake City, Utah 84133

Telephone: (801) 530-7425

Facsimile: (801) 364-9127

Attorneys for Opposer Trace Minerals Research,
LC.
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CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of MOTION TO SUSPEND PENDING
INTER PARTES PROCEEDING was served by United States mail, first class postage prepaid,

onthe _13"™ day of June 2007, on the following:

Arthur B. Berger, Esq.

RAY QUINNEY & NEBEKER P.C.
36 South State Street, Suite 1400

P. O. Box 45385

Salt Lake City, Utah 84145-0385

/s/ John H. Rees
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CALLISTER NEBEKER & McCULLOUGH EILED

MARK L. CALLISTER (6709) aa S RICT COURTY
MICHAEL D. STANGER (10406)

Zions Bank Building, Suite 900 00 AR 1 P12 29
10 East South Temple

Salt Lake City, UT 84133

Telephone: (801) 530-7300 .
Facsimile: (801) 364-9127

Attorneys for Plaintiff
UNITED STATES DISTRICT COURT FOR THE DISTRICT OF UTAH
CENTRAL DIVISION
TRACE MINERALS RESEARCH, L.C., a
Utah Limited Liability Company, THIRD AMENDED COMPLAINT
Plaintiff,
VS. : Civil No. 1:06CV00068
MINERALS RESOURCES Judge Tena Campbell

INTERNATIONAL, INC., a Utah corporation;
BRUCE ANDERSON, an individual; and
NORTH SHORE LIMITED PARTNERSHIP, a
Utah limited partnership,

Defendants.

MINERAL RESOURCES INTERNATIONAL,
INC.,,

Counterclaim Plaintiff,

VS.

TRACE MINERALS RESEARCH, L.C.;
ELEMENTS OF NATURE, INC.; MATT
KILTS; CRAIG MILES, SCOTT PERKES;
JAMES CRAWFORD; and JOHN DOES 1
through X,

Counterclaim and Third Party
Defendants,
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Case 1:06-cv-00068-TC-BCW  Document 65  Filed 04/16/2007 Page 2 of 31

Plaintiff Trace Minerals Research, L.C. (the "Plaintiff* or "TMR") complains against the
Defendants as follows:

INTRODUCTION

intellectual property rights associated with a health products business founded by the owners of
Defendant MRI. As part of the sale, the parties entered into a Supply Agreement that gave MRI a
"right of first refusal” to manufacturc certain mineral-based products "for TMR under TMR’s
labels". In addition to those products, the Agreement also gave TMR the right to sell "Bulk”
minerals supplied by MRI. Bulk sales comprise a relatively small percentage of TMR’s
business.

2. After purchasing all right to the TMR trademarks, Plaintiff granted MRI a limited
license for the "continued use of TMR s trademarks with MRT’s existing accounts” in those
foreign countries where MRI had a customer using the trademarks before the April 1999 sale.
The license was limited to (1) the type of use made by MRI’s existing customer before the sale;
(2) in the foreign country where that customer was operating at the time of the sale.

3. Without the consent of TMR, MRI used and authorized others to use TMR’s
trademarks beyond the scope of the license granted to MRI by TMR.

4. When TMR demanded that MRI coase that unauthorized use, Defendant MRI
retaliated by refusing to fill orders for Bulk products that MRI had been supplying to Plaintiff for
more than four years without objection. TMR notified MRI in writing that MRI’s refusal to fill
TMR’s Bulk product orders would force TMR to purchase Bulk minerals from alternate sources
until MRI resumed shipments to TMR. TMR in fact purchased Bulk minerals from an alternate
source after MRI continued its refusal to fill Bulk orders.

2
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Case 1:06-cv-00068-TC-BCW  Document 65  Filed 04/16/2007 Page 3 of 31

5. TMR attempted to work with MRI to resolve MRI’s unauthorized use of TMR
trademarks and the dispute over Bulk sales. MRI continued to ignore TMR’s trademark
concerns and then drastically increased the pressure on TMR by cutting off the supply of all
products. The threat of losing its supply of non-Bulk products forced TMR to offer a
compromise on the Bulk issue in order to preserve its business with the non-Bulk customers that
constitute the vast majority of TMR’s business.

6. MRI rejected TMR’s compromise offer on the Bulk sales, and the substantial
payments it would have received from TMR until the Agreement expired in April 2007, in order
to eliminate TMR as a competitor while TMR was still vulnerable to the supply constraints
caused by MRI’s wrongful refusal to supply product. MRI converted the product that had been
wrongfully withheld from Plaintiff into a "new product line" and added to its trademark misuses
by adopting the name "CONCENSEA" in a brazen attempt to misappropriate the goodwill
associated with the trademark CONCENTRACE® that MRI had sold to Plaintiff,

7. MRl also used the customer relationships that Defendant Anderson had developed
as a paid sales representative of TMR to steal those customers from TMR by misrepresenting to
the customer that TMR did not have the right to sell mineral produets.

8. This Complaint seeks damages for Defendants’ scheme to eliminate TMR as a
future competitor by misappropriating and infringing upon the goodwill, customer relationships
and intellectual property that Defendants sold to Plaintiff for more than $2,000,000.

JURISDICTION AND VENUE

9. This is a civil action for trademark infringement and false designation of origin in
violation of the United States Trademark Act of 1946 (the "Lanham Act"), as amended, 15
U.S.C. §§ 1114 and 1125(a); trademark infringement under Utah law (Utah Code Ann. § 70-3a-

3
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402); and for unfair competition under Utah Code Ann. § 13-5a-103, Utah common law and for
breach of contract.

10.  This Court has subject matter jurisdiction over Plaintiff’s claims for relief for
violation of the Lanham Act pursuant to 15 U.8.C. § 1121{(a); and 28 U.8.C. §§ 1331 and
1338(a).

11.  Pursuant to 28 U.S.C. § 1338(b), this Court has original and/or supplemental
jurisdiction over Plaintiff’s state-law claims, insofar as those claims are joined with substantial
and related claims under the Lanham Act, as amended, 15 U.S.C. § 1051 et seq.

12. This Court also has supplemental jurisdiction over PlaintifP’s state-law claims
pursuant to 28 U.S.C. § 1367(a), insofar as all of Plaintiff’s claims arise out of a common
nucleus of facts.

13. Venue is proper in this district pursuant to 28 U.S.C. § 1391(a), (b) and (c)
because, inter afia, Defendants are engaged in infringing conduct in this state and district.

THE PARTIES

14.  Plaintiffis a Utah_limitéd liability company having its principal place of business
in Ogden, Utah.

15.  Defendant Mineral Resources International, Inc. is a Utah corporation with its
principal place of business in Ogden, Utah ("Defendant" or "MRI").

16.  Defendant Bruce Anderson is a resident of Utah and one of the owners of MRI.
Mr. Anderson also received commissions from TMR for sales made to TMR customers. -

17. Deféndant Northshore Limited Partnership ("Northshore") is a Utah limited
partnership that is operated and controlled by the owners of MRI. MRI represents to the public
that it "manages” and "controls" the "mineral harvesting operation” that is otherwise referred to

: 4. .
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as "Northshore". A unity of interest and ownership exists between MRI and Northshore such
that Northshore is the alter ego of MRI The owners of Northshore played a role in the conduct

alleged herein.

18.  Defendant MRI is engaged in the manufacture, production and sale of trace
minerals, herbs, vitamins and other health-related products.

19. MRl and its previous owners sold their interest in TMR to the present owners in
Aptil 1999 pursuant to a Stock Purchase Agreement dated April 5, 1999 (the "Stock Purchase
Agreement"). MRI's owners received more than $2,000,000 for the sale of TMR to its present
‘owners in the form of stock purchase consideration and royalty payments.
TMR’s Trademarks and Rights Under the Supply Agreement

20.  Aspart of that sale, MRI and its previous owners sold all their right, title and
interest in certain intellectual property to TMR, including the tradename Trace Minerals
Research, the trademark CONCENTRACE® and the trademark's listed in Exhibit E to the
Supply Agreement, effective April 6, 1999 (heteinafter referred to as the "Supply agreement I").
TMR also owns the trademark, "CMD". A true and correct copy of that list of trademarks is
attached hereto as Exhibit "A" and incorporated by reference herein.

21.  The following TMR trademarks (col]ectively; "TMR Registered deeniarks")
were granted federal registration by the United States Patent and Trademark Office:

CONCENTRACE® : Registration No. 1,714,977
TRACE MINERAL RESEARCH® Registration No. 2,011,381

22. TMR also acquired and is using in commerce the following trademarks and has

applied to register them with the United States Patent and Trademark Office (together with TMR
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Registered Trademarks and the TMR Utah Trademarks (as defined below), the "TMR

Trademarks"):

TRACE MINQ&M

R E 8 E A R C H

TRACE MINERALS RESEARCH (and design)  Serial No. 78/881,822
ARTH-X Serial No. 78/881,713
STRESS-X Serial No. 78/881,404

23.  TMR was also granted registration for the marks TRACE MINERAL DROPS
(and design), Registration No. 25 14775-0190, and CONCENTRACE MINERAL TABLETS
(and design), Registration No. 2514773-0190, in the State of Utah (the "TMR Utah
Trademarks"). The TMR Trademarks are valid and protectable under common law.

24.  Aspart of the sale transaction, TMR granted MRI a limited license for "MRI’s
continued use of TMR’s trademarks with MRI’s existing accounts.” As consideration for that
limited license, MRI agreed to pay TMR a license fee of one percent (1%) of MRI’s sales to
such accounts, with an annual cap of $7,500.00.

25, The Stock Purchase Agreement drafted by MRI refers to an "Exhibit K" for a list
of the countries in which MRI had an "existing account” for purposes of the limited license
granted to MRI in Section 5.4 of that agreemeﬁt. Although MRI failed to include an Exhibit K
on the Stock Purchase Agreement executed by the parties, in a subsequent memorandum
prepared by MRI’s president, titled "Matrix of Disclosures of MRI’s Use of TMR Logo/Trade

Names”, MRI represented that the following countries were not "listed in K file” for purposes of

qualifying for the "continued use" license set forth in Section 5.4 of the Stock Purchase
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Agreement: England, Korea, South Aftica, China, Hungary, Sweden, Ireland, Iceland, Norway,
Denmark, Thailand and Hong Kong.

26.  TMR and MRI also entered into the Supply Agreement I pursuant to which MRI

agreed to supply products to TMR for sale by TMR in the Total Licensed Area as defined

= Wi L avizN AL,

-
-
=

therein.

27.  Pursuant to Section 16.2 of the Supply Agreement I, the parties agreed "not to
intentionally use, employ or attempt to register any trademark or trade name which it knows or
should know to be confusingly similar to the trademarks or trade names of the other” without
“the prior written consent of the other."

IMR’s Exclusive Right to Sell Products to Health Food Stores in the United States

28.  In addition to the intellectual property TMR also purchased the exclusive right to
sell products to and through health food stores in the United States. -

29, Onorabout April 5, 2004, TMR and MRI entered into a second supply agreement
that included many of the provisions contained in Supply Agreement I, including the provision
prohibiting MRI from using or attempting to register any trademark or trade name of TMR
(hereafter referred to as "Supply Agreement II"),

30.  Section 2.1 of Supply Agreement II grants TMR the exclusive right to market and
sell "PRODUCTS" to and through Health Food Stores in the "EXCLUSIVE TERRITORY."

31.  "PRODUCTS" are defined in Supply Agreement II as "those products
manufactured by MRI for TMR, under TMR’s labels as listed on the items listed in an attached
Exhibit C” and any other items "having the ingrédient contents listed on Exhibit I” which

contents are "currently manufactured by MRI".
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32.  "HEALTH FOOD STORE" is defined in Supply Agreement IT to mean “any
commercial establishment that is primarily engaged in direct retail sales of products at a
commercial site where a minimum of seventy-five percent (75%) of gross revenues came from

v ogs
| 4
galeg Qfd:etary or n‘..‘.tnt"“""’ v gmanT nana un

33. MRl agreed to supply Products to TMR for sale by TMR to Health Food Store
customers in the EXCLUSIVE TERRITORY, as defined th&ein, for a "period of (3) years".
Bulk Sale Customers Acquired by TUR

34.  Inaddition to HEATH FOOD STORE customers in the EXCLUSIVE
TERRITORY, MRI agreed that "all of TMR’s customers existing as of the effective date of this
Agreement shall be grandfathered into this contract.” The grandfathered customers are
identified in Exhibit D to Supply Agreement II (referred to hereafter as "Exhibit D Customers").
MRI expressly agreed not to "knowingly solicit or sell to those customers.”

35.  The Exhibit D customers purchased primarily Bulk products from TMR. Supply
Agreement II defined "Bulk Sales” as MRI-manufactured product “in larger quantities or
containers than are intended for retail purchase by end-user consumers . . . in units or quanities
such as gallons, barrels (or larger containers), unbottled tablets, unbottled product powders and
unlabeled product.™

36.  MRI expressly agreed that the Exhibit D customers "shall be considered within
the EXCLUSIVE TERRITORY" and acknowledged that those customers "have been granted
licensing agreements by MRI that specifically include the ability to sell to HEALTH FOOD
STORES."

37.  Following the sale of TMR to the present owners in 1999, additional customers
were classified by the parties as Exhibit D customers. Defendant Bruce Anderson worked as a

8
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sales representative of TMR and used TMR funds and resources to solicit those customers. Mr.
Anderson was paid a sales commission by TMR based on a percentage of the Bulk product

purchased by those customers from TMR.

38. Prior to Julv 2004 when TMR first exnrecced concern a

L SO SRRy SR AWRILAS S AVRIN QLISE SAPIRSSH

intellectual properties, MRI supported TMR in its efforts to sell Bulk product to Exhibit D
customers and other Bulk customers of TMR. MRI supplied Bulk product to TMR and was
aware that the Bulk product was being used by TMR’s customers to manufacture and market
products to HEALTH FOOD STORES in the United States. MRI confirmed by its course of
conduct that TMR was authorized and licensed to sell Bulk product to those customers and that
- those customers were considered part of TMR’s EXCLUSIVE TERRITORY.
Unauthorized Uses of TMR’s Trademarks Beyond the Scope of the License

39.  On or about July 8, 2004, TMR notified Bruce Anderson of MRI by email that
customers searching the internet for TMR’s trademark product CONCENTRACE® were being
directed to the MRI website where reference was made to "Mineral Resources International -
The Source of ConcenTRace®". TMR requested that MRI remove this reference to TMR’s
trademark "as soon as possible."

40.  When TMR first expressed concern to MRI about the unauthorized use of TMR’s
trademarks, TMR was not aware of the extent to which MRI was violating TMR’s .intellectual
* property rights.

41.  TMR was not aware that on November 12, 1999, less than seven months after
MRI sold TMR all rights to the trademarks CONCENTRACE® and TRACE MINERALS
RESEARCH and agreed "not to attempt to register" any trademark or trade name of TMR
without TMR’s written consent, MRI provided TPPIZ Horse International Trading Co. ("Horse

9
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Trading") with a "formal authorization" purporting to authorize Horse Trading to register the
trademarks CMD™, CONCENTRACE® and TRACE MINERAL RESEARCH in China.

42.  TMR is informed and believes and on that basis alleges that MRI has attempted to
register and/or registered TMR’s trademarks in other countries in direct viclation of the Supply
Agreement.

43. Nor was TMR aware that MRI was routinely authorizing customers to use TMR
Trademarks on accounts that did not qualify for the "continuing use” license set forth in Section
5.4 of the Stock Purchase Agreement.

44.  Those countries where MRI has admitted that TMR’s Trademarks were not being
used at the time of the Stock Purchase Agreement include England, Korea, South Africa, China,
Hungary, Sweden, Ireland, Iceland, Norway, Denmark, Thailand and Hong Kong,

45, TMR is informed and believes and on that basis alleges that MRI is using and
authorizing the use of TMR’s Trademarks by other customers not authorized by TMR to use
those marks under the license provided in the Stock Purchase Agreement.

46.  The license granted by TMR to MRI also limits the use of TMR’s Trademarks by
MRT’s "existing accounts” to the "continued use" made by those accounts prior to the sale of
MRT’s interest in that intellectual property to TMR. MRI has encouraged, aﬁproved, facilitated
and permitted usés by those accounts beyoﬁd the scope of the license, including but not limited |
to the use of TMR’s Trademarks to market and sell products via the internet.

-47. MRI has used and continues to use TMR’s Trademarks on its own website
without the approval or consent of TMR. MRI has refused to comply with TMR’s repeated

requests to remove TMR’s Trademarks from its website.

10
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48.  TMR is informed and believes and on that basis alleges that MRY has contracted
with internet search providers to have its website receive preference as a "sponsor" for internet
searches involving TMR’s Trademarks, including searches for TRACE MINERAL
RESEARCH®, LIQUID VITA MINERALS™ gnd CONCENT P\A¢E®.

49.  Without the knowledge or consent of TMR, MRI has advertised TMR’s
Trademarks at trade shows and in trade publications directed at customers in TMR’s
EXCLUSIVE TERRITORY.

50. - TMR requested that MRI and its customers execute trademark license agreements
for the uses of TMR’s trademarks that were not authorized by the limited license granted by
TMR to MRI

51.  After MRI continued to ignore TMRs requests for license agreements, TMR
notified MRI on March 9, 2005 that it was canceling the liécnse between MRI and TMR. MRI
ignored that notice of cancellation and continued to use TMRs trademarks without
authorization.

52.  Inaletter to TMR dated February 10, 2006, Bruce Anderson admitted that MRI
had breached the license agreement in that MRI had purported to authorize accounts "which
started purchasing product from MRI after April 1, 1999 to use the TMR trademarks "without
the advance notification or agreement” of TMR. Mr. Anderson argued? however, that this use
was justified because MRI was willing to pay TMR a license fee, unilaterally determined by
MRI, for the unauthorized use of TMR’s trademarks.

53.  TMR refused to accept the nominal license fee proposed by MRI for its

unauthorized use and exploitation of TMR’s trademarks.

11
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MRUDs Attempts to Coerce TMR Into Allocating Customers and Relinquishing Its Intellectual
Property Rights By Cutting Off the Supply of Products

54.  Shortly after TMR objected to MRI’s misuse of the TMR Trademarks, MRI began
to accuse TMR of breaching the Supply Agreement. For the first time since MRI sold the
company in 1999, MRI began refusing to fill TMR’s orders for Bulk product.

55. On or about March 15, 2005, TMR notified MRI in writing that it would "be
forced to find alternate suppliers” if MRI persisted in its refusal to fill orders for TMR’s
customers.

56.  When MRI continued to withhold Bulk product from TMR, TMR proceeded to
make arrangements to purchase Bulk minerals from alternate sources. TMR’s principals formed
the Utah corporation, Elements of Nature, to service the TMR customers for which MRI refused
to supply product. |

| 57.  Although Section 9.4 of the Supply Agreement II provides that "TMR shall not
obtain any sea water, Great Salt Lake Water and/or trace mineral complex products or product
components from any source other than MRI" during the term of the Agreement, ﬁlat contractual
“right of first refusal” does not prevent TMR from obtaining Bulk product from other sources
that MRI refuses to supply or chooses not to sell to TMR. Nor does the Supply Agreement
preclude TMR from selling non-MRI products outside the EXCLUSIVE TERRITORY.

58.  While the antitrust laws allow certain vertical agreements between a manufacturer
and a distributor to divide customers and territories "solely involving the manufacturet’s
commodit-y or service," (U.C.A. § 76—10—920(1)(b)) horizontal agreements to divide territo-ries or

allocate customers with respect to commodities not supplied by the manufacturer are unlawful.

12
482805.1



Case 1:06-cv-00068-TC-BCW  Document 65  Filed 04/16/2007 Page 13 of 31

59.  Despite that prohibition, MRI construes the Supply Agreement as prohibiting
TMR from selling non-MRI products outside the EXCLUSIVE TERRITORY. In an October 12, -
2005 email from MRI’s owners to a TMR sales representative, Matthew Andersen accused TMR

of attempting "to steal a eustomer" of MR

aiNa

by offering to sell non-MRI products to that
customer. When the TMR sales representative objected to that threat on the ground that TMR
has the right to sell products that are not sourced from MRI, Mr. Andersen replied that TMR
“crossed the line" by offering to sell non-MRI products to "any of our existing customers".
60.  As TMR resisted MRDI’s attempts to coerce TMR into (1) relinquishing its
Intellectual Property rights and (2) dividing territories and customers, MRI increased the
‘ pressuré on TMR by informing TMR on March 31, 2006 that "MRI is ceasing ail PRODUCT
.. and BULK SALES PRODUCT shipments to TMR effectivé immediately."”

61.  The purported justification given by MRI for the termination of all supply was
that TMR ;avas violating the exclusivity requirements of the Supply Agréement.

62.  TMR notified MRI that its termination of all shipments was in direct breach of
Section 19.2 of Supply Agreement IT which requires that any party declaring a default under
Supply Agreement II provide the defaul_ting party with "written Notice of Default and
Opportunity to Cure.” The Agreement expressly provides that "the defaulting party is entitled to
thirty (30) days from the date said notice is received in which to cure the default."

63.  TMR urged MRI to resume shipment of PRODUCT for TMR’s HEALTH
FOOD STORE customers while the parties attempted to negotiate a solution to the legal dispute

over whether TMR was entitled to purchase Bulk minerals from alternative sources where MRI

refused to sell Bulk minerals to TMR.

13
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64. TMR further advised MRI that its use of Utah Commei‘cial Code § 2-609 to cut
off all supply of both PRODUCTS and BULK PRODUCTS was not commercially reasonable

where the Supply Agreement expressly limits the remedy for the breaches alleged by MRI to the

-

payment of a fee or the suspension of particular Bulk licenses

65.  Ina good faith effort to resolve this dispute, TMR met with Defendants Anderson
and MRI to provide them with information concerning TMR’s purchase of Bulk from alternate
suppliers. While TMR contends that the Supply Agreement allows TMR to purchase Bulk
minerals from alternate sources when MRI declines to fill such orders, TMR informed MRI that
it was willing to discuss this issue with MR in-an-attempt to persuade MRI to resume the
shipment of product to TMR. TMR urged MRI to commence delivery of PRODUCT so that
TMR could satisfy the needs of its HEALTH FOOD STORE -cﬁstomers that were not the
subject of the dispute over Bulk sales. -

66.  Despite TMR’s good faith efforts to resolve the dispute over Bulk sales, MRI
continued to withhold PRODUCT that TMR desperately needed to fill the growing backorders
of its HEALTH FOOD STORE customers.

67.  Defendants MRI and Northshore further attempted to suppress competition from
TMR by threatening potential suppliers of mineral products that MRI refused to supply to TMR.
MRI threatened at leasf one supplier with legal action based on the bad faith-assertion of
agreements not to compete and other provisions that MRI misapplied to eiiminate and hinder
competition.-

68.  On July 26, 2006, MRI filed with the Utah Division of Forestry and State Lands
an opposition to the mineral salts lease application of Salt Lake Minerals in an effort to prevent

that company from harvesting salt minerals from the Great Salt Lake. MRI’s conduct is

14
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intended to eliminate competition so that it can maintain supra-competitive prices for products
containing Great Salt Lake minerals, effectively depriving the State of Utah of the royalty

revenues from mineral harvesters excluded from the lake by MRI’s conduct.

RI's

Scheme ro Destroy TMR and Misappropriate Iis
69.  Plaintiff is informed and believes and on that basis alleges that MRI is using the
dispute over Bulk sales as a prétext to terminate all supply to TMR so that MRI can
misappropriate TMR’s Exhibit D customers and gain entry into the HEALTH FOOD STORE
market.

70.  While MRI was purporting to negotiate a resolutiﬁn of the Bulk dispute, it was in
fact taking steps to enter the market for HEALTH FOOD STORES in tﬁe United States.

71.  OnJuly 14, 2006, MRI issued a press release directed at HEALTH FOOD
STORES, announcing that it was severing its relationship with TMR to pursue selling Great Salt
Lake-derived mineral products directly to HEALTH FOOD STORES.

72.  In conjunction with its entry into the HEALTH FOOD STORES market, MRI is
using in commerce the trademarks CONCENSEA™ and HEALTH SOLUTIONS INLAND SEA
WATER, which are confusingly simil__ar to TMR’s CONCENTRACE® and INLAND SEA
WATER™ marks,

73.  MRIis also disparaging TMR and its products bf issuing "press releases" and
advertising that contains statements of fact that MRI knows are false and misleading.

74.  Although the State of Utah rejected MRI’s attempt to prevent the issuance of a
mineral salts lease to a competitor of MRI that supplies Great Salt Lake minerals to TMR, MRI
continues to falsely represent to consumers that "it is the only government inspected food grade
harvester of minerals from Utah’s Great Salt Lake."

15
482805.1



Case 1:06-cv-00068-TC-BCW  Document 65  Filed 04/16/2007 Page 16 of 31

75.  MRI also represents that the Andersen family has been "harvesting from the Great
Salt Lake" for the past 31 years using the same processing methods to "naturally process the
mineral product formerly manufactured for TMR under the brand name ConcenTrace."

76. In fgcgr ior to 1996, a large po
in its food supplement products were purchased from a manufacturer of industrial salt, not
"harvested" by the Andersen family as stated in MRI’s advertisements.

77.  Asaresult of MRI's wrongful refusal to supply product, and its campaign to
discredit and falsely malign TMR’s products, TMR has suffered damages in the forms of lost
sales, loss of valuable customer relationships and loss of premium shelf position with TMR

-customers, |

78.  TMR has also lost business and sales from customers in TMR’s EXCLUSIVE
TERRITORY who contacted MRI after being directed to the MRI website in response to
internet searches using the TMR Trademarks.

79. In April 2005, the parties executed a Tolling Agreement to facilitate discussions
to resolve various disputes. The agreement provides that "all statutes of limitations regarding
claims between the parties will be extended” until either party provides notice that the Tolling
Agreement is terminated. The Tolling Agreement has not been terminated by either party.

FIRST CLAIM FOR RELIEF
(Trademark Infringement Against MRI)
{(Lanham Act § 32)
30.  Plaintiff realleges and incorporates by reference the allegations of paragraph 1

through 79, as set forth herein,
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81. Plai“ntiff 1s the registrant and sole and exclusive owner of the CONCENTRACE®
mark and the other TMR Trademarks referred to in paragraphs 21, 22 and 23, and uses the TMR
Trademarks in commerce.
has obtained federai registration of and uses in commerce the TMR
Trademarks identified in paragraph 12.

83.  Defendant MRI is using the TMR Trademarks beyond the scope of its license by
using and authorizing others to use those marks in ways that do not qualify as "continuing use"
by "existing accounts."

84.  Defendant MRI is using TMR’s registered trademarks on its website and in other
advertising materials for the promotion and sale of its products to the general public.

85. MRIis also ﬁsing in commerce the trademark CONCENSEAT™, which is
confusingly similar to TMR s registered trademark CONCENTRACE®.

86.  Defendant’s conduct, all without the authorization, license or permission of TMR,
is likely to canse confusion, mistake, or deception as to the source, origin or approval of TMR’s
goods, 1n violation of Section 32 of the Lanham Act, 15 U.S.C. § 1114. Specifically,
Defendant’s activities are intended to, and are likely to, lead the public to conclude, incorrectly,
that Defendant’s manufacture and sale of products associated with the CONCENTRACE® mark
and the other TMR Trademarks has been authorized, licensed, and/or endorsed by TMR, to the
damage and harm of TMR.

87.  Defendant’s nnauthorized use of the TMR Trademarks on its products will cause
such products to be attributed to having emanated from TMR. TMR is damaged thereby because
TMR has no control over the nature and quality of the products sold by Defendant, and TMR is
likely to lose sales of its products, and lose rights to the TMR Trademarks.
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88.  TMR is entitled to recover Defendant’s profits and reasonable royalties together
with TMR’s damages, each of which may be frebled, as well as costs of the action and
reasonable attorneys” fees pursuant to Section 35(a) of the Lanham Act, 15 U.S.C. §§ 1117(a)
and (b).

89.  Defendant’s intentional and willful activities have caused, and will continue to
cause, irreparable harm to TMR, for which TMR has no adequate remedy at law in that: (i) the
TMR Trademarks are unique and valuable property rights; (ii) Defendant’s infringement
constitutes an interference with TMR’s goodwill and customer relationships, and will
- substantially harm TMR’s reputation and the TMR Trademarks as a source of high quality
products and services as well as dilute the substantial value of the TMR Trademarks; and (iii)
Defendant’s wrongful conduct, and the damages resulting to TMR, are continuing,

90.  Accordingly, TMR is entitled to permanent injunctive relief pursuant to [5 U.S.C.
§ 1116(a).

91.  Defendant’s unlawful and willful conduct renders this case an exceptional case,
further entitling Plaintiff to recover its attorneys’ fees and costs of suit pursuant to 15 U.S.C. §

1117,

SECOND CLAIM FOR RELIEF
(Trademark Infringement/False Designation Of Origin Against MRI)
(Lanham Act § 43(a))
92.  TMR realleges and incorporates by reference the allegations of paragraphs 1
through 91, as set forth herein.
93.  MRT’s advertising contains false and misleading descriptions of fact that

misrepresents the nature, characteristics, qualities and origin of TMR’s goods.
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94.  MRPD’s sale of products using the TMR Trademarks is also beyond the scope of
the license granted to MRI by TMR.

95.  MRI is using the trademark HEALTH SOLUTIONS INLAND SEA WATERT
which is confusingly similar to TMR’s INLAND SEA WATER mark.

96.  These actions constitute a false designation of origin and a false representation in
that TMR’s customers and the public likely will be led to believe that TMR hag authorized or
approved of Defendant’s sale of product using the TMR Trademarks. TMR is being damaged by
such false designation of origin in that MRI’s actions have deprived TMR of the opportunity to
control the nature and quality of the products sold under Plaintiff’s marks, which could result in
confusion of existing and potential customers, a loss of TMR’s goodwill, and a loss of sales of
TMR’s product.

97.  TMR is entitled to recover Défendant’s profits and reasonable royalties together
with TMR’s damages, each of which may be trebled, as well as costs of the action and
reasonable attorneys’ fees pursuant to Section 35(a) of the Lantham Act, 15 U.S.C. §§ 1117(a)
and (b)..

98. Defendant’s intentional and willful activities have caused, an(i will continue to
cause, irreparable harm to TMR, for which TMR has no adequate remedy at law in that: (i) the
TMR Trademarké are unique and valuable property rights; (ii) Defendant’s infringement
constitutes an interference with TMR’s goodwill and customer relationships, and will
substantially harm TMR’s reputation and the TMR Trademarks as a source of high quality

products as well as dilute the substantial value of the TMR Trademarks; and (iii) Defendant’s

wrongful conduct and the damages resulting to TMR, are continuing.
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99.  Accordingly, TMR is entitled to permanent injunctive relief pursuant to 15 U.S.C.
§ 1116(a), and to an order under 15 U.S.C. § 1118 directing the impound of all copies of
infringing products. TMR also is entitled, infer alia, to the cost of corrective advertising.

T TR

THIRD CLAIM FOR RELIEF
(Trademark Infringement Under Utah Law Against MRI)
(Utah Code § 70-32-402)

100.  Plaintiff realleges and incorporates by reference the allegations of paragraph 1
through 99, as set forth herein.

101.  Plaintiff is the registrant and sole and exclusive owner of the TMR Trademarks
referred to in paragraph 23.

102.  MRT’s conduct, all without the authorization, license or permission of TMR, is
likely to cause confusion, mistake, or deception as to the source, otigin or approval of the
Defendant’s services, in violation of Utah Code § 70-32-402.

103.  Defendant should be ordered fo pay to TMR three time Defendant’s profits from,
and three times all damages suffered by TMR, by reason of the Defendant’s wrongful conduct
referenced herein. -

FOURTH CLAIM FOR RELIEF
(Unfair Competition Against MRI)
(Utah Code § 13-5a-103 and Common Law)

104.  Plaintiff realleges and incorporates by reference the allegations in paragraph 1
through 103, as set forth herein.

105. ~ Defendant’s acts have impaired TMR’s goodwill, have created a likelihood of
confusion, and have otherwise adversely affected TMR’s business and reputation by use of
unfair and fraudulent business practices, namely, Defendant’s wrongful use of the TMR

Trademarks for commercial gain. These acts were and are intentional, unfair and infringe upon
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TMR Trademarks, constituting unfair competition and unfair business practices under Utah
Code § 13-5a-101 et seq., the analogous statutes of other states, and Utah common law.

106.  Absent injunctive relief, TMR has no means by which to control Defendant’s
deceptive and confusing use of the TMR Trademarks. TMR is thns entitled to injunctive relief
prohibiting Defendant from continuing such acts of unfair competition. TMR also is entitled to
reco'ver Defendant’s profits, as well as TMR’s costs and attorneys’ fees.

107.  In performing the conduct described herein, Defendant acted despicably and with
oppression, fraud or malice, intending to injure Plaintiff and wrongfully to advantage itself at
Plaintiff’s expense. By reason thereof, Plaintiff is entitled to an award of punitive and
exemplary damages against Defendant, sufficient to punish and deter them from engaging in
such conduct in the future, in an amount to be ascertainéd at trial.

FIFTH CLAIM FOR RELIEF
(Breach of Contract Against MRI)

108.  Plaintiff realleges and incorporates by reference the allegations in paragraphs 1
through 107, as set _forth herein.

109.  MRI entered into Supply Agreements with TMR in which it agreed "not to
intentiopally use, employ or attempt to register any trademark or trade name which it knows or
should know to be confusingly similar to the trademarks or trade names” of TMR.

110.  The Supply Agreements further provided a right to Notice of Default and
Opportunity to Cure any alleged defaults before termination or effective termination of the
Agreemenf. The Supply Agreement éxpressly states that with respect to other remedies set- forth
in any sections of the Agreement, "if a section does not state whether notice must be given or

not, then the standard shall be that notice is required.”
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111, Section 2.1 of the Supply Agreement grants TMR the exclusive right to sell
PRODUCT to HEALTH FOOD STORES in the United States.

112.  Pursuant to Exhibits A and D of the Supply Agreement, MRI agreed that "all of
istitig as of the effective date of ihis Agreement shall be grandfathered into
this contract and shall be considered within the EXCLUSIVE TERRITORY i.e. MRI will not
knowingly solicit or sell to thése customers . ..."

113.  The Supply Agreement also provides that MRI "will charge TMR fifteen percent
(15%] less than it charges other (non-sister company) accouats for all BULK products”.

114.  TMR has performed all conditions and terms of the Supply Agreements.

- 115. MRl breached the Supply Agreement by engaging in the following acts:

A, MRI facilitated the registration of the TMR Trademarks in China and
other countries without the prior written consent of TMR;

B. MRT used the TMR Trademarks in an unauthoﬁzed manner to divert
customers and sales from TMR, including but not limited to the inclusion of the TMR
Trademarks on MRI’s website, the distribution of advertising materials containing references to
the TMR Trademarks and other uses not authorized under the limited license granted to MRI;

C. MRI solicited TMR customers in breach of Section 2.1 of the Agreement
as defined and clarified by Exhibit A and D; o
D. MRI forrned lonic Health Solutions as a HEALTH FOOD STORE to
- market and sell Products in TMR’s EXCLUSIVE TERRITORY, including but not limited to
sales to former HEALTH FOOD STORE customers of TMR;

E. MRI ceased all shipments of products to TMR without providing TMR
with Notice and an Opportunity to Cure as required by the Agreement;
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F. MRI terminated TMR’s Bulk licenses under Section 2.4 of the Supply
Agreement without providing TMR with Notice and an Opportunity to Cure.

G. MRI violated the Agreement on BULK pricing by charging TMR

116.  As a direct result of MRI’s aforesaid breaches, TMR has suffered damages in an
amount to be established at trial.
SIXTH CLAIM FOR RELIEF
(Breach of Covenant of Good Faith, Loyalty and Fair Dealing
Against Defendant MRI)

117. | Plaintiff realleges and incorporated by reference the allegations in paragraphs 1
. through 116, as set forth herein.

1 18. Based upon the contract between MRI and TMR, there exists express and implied
covenants and enforceable obligations upon Defendant MRI to deal fairly and in good faith with
TMR.

119.  Defendant MRI has breached these express and implied covenants to deal fairly
and in good faith with TMR by engaging in the conduct herein alleged including but not limited
to:

A. Soliciting business from customers that Defendants agreed not to solicit;
B. Félsely inferring or stating to customers that TMR had no legal right to
offer or sell Bulk minerals;
-C. Attempting to coerce TMR into relinquishing its valuable Intellectual

Property rights by cutting off all supply of PRODUCT and Bulk product to TMR;

D. Using TMR’s trademarks in a manner not authorized by TMR; and
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E. Purporting to authorize third parties to register TMR’s trademarks in
China.

F. Failing to disclose that it was charging lower prices to other accounts and
attempting to hide this informa
favored purchasers that prohibit the disclosure of information that MRI had a duty to disclose to
TMR, and (2) requests that the State of Utah deny TMR and other interested parties access to
royalty payment information submitted by MRI that could be used to determine the prices
charged by MRI for the minerals it harvested from the Great Salt Lake.

120.  As a result of the breaches of these covenants by Defendants, TMR has sustained
damages in an amount to be determined at trial.

SEVENTH CLAIM FOR RELIEF
(Interference with Contractual Relations and Prospective Economic
Advantage Against All Defendants)

121.  Plaintiff realleges and incorporates by reference the allegations in paragraphs 1
through 120, as set forth herein.

122. TMR had contracts and prospective economic relationships with Exhibit D
customers, other customers in TMR's EXCLUSIVE TERRITORY, parties interested in
purchasing the right to use TMR’s trademarks, and potential suppliers of minerals for use by
TMR in products that MRI chose not to manufacture or othemisé refused to supply to TMR.

123.  Improper means were utilized by Defendants to interfere with TMRs existing and
prospective contracts and economic relationships as set forth herein, including but not limited to,

trademark infringement, the unauthorized registration of TMR’s Trademarks in China, and

making false representations to customers that TMR had no legal right to sell Bulk minerals.
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